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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )£3 Responsive to communication(s) filed on 07 August 2001 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) ± is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) ± is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Original claim 1 is pending in the application and has been examined. The rejections are 
stated below. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and use the same and shall set forth 
the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 1 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter, which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. For instance the claim recites the 
limitation of "The ability to give an unambiguous answer (yes or no) to the question whether a 
security transaction on the stock exchange is, at that moment, compliant with legal rules and 
company regulations before the transaction is executed", however there is no enabling disclosure 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention. 

5. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 
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It is not clear from the language of the claim as to whether the claimed invention pertains 
to "a method" or "an apparatus". Clarification is required. 

Claim 1 is also rejected under 35 U.S.C. 112, second paragraph, as being incomplete for 
omitting essential structural cooperative relationships of elements, such omission amounting to a 
gap between the necessary structural connections. See MPEP § 2172.01. The omitted structural 
cooperative relationships are: It is not clear how the three features cited in the claim are related 
to each other. Appropriate clarification/correction is required. 

For the purpose of art rejection, the examiner interprets claim 1 to be a method claim. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions 
and requirements of this title. 

7. Claim 1 is rejected under 35 U.S.C. § 101 because it fails to provide a useful, concrete 
and tangible result. It is not clear what useful, concrete and tangible result is derived from the 
system design that is claimed in claim 1 . If it is a method claim, there is no positive recitation of 
any of the steps of the claim and hence it is not clear as to what is the outcome of the method. If 
it is an apparatus claim it is not clear what the components of the apparatus are and how these 
components are related to provide a useful, concrete and tangible result. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
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to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

9. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Burakoff et al (US 
Patent 6,122,635) in view of Zothner (US Patent 6,775,658 Bl). 

Claim 1, Burakoff discloses the ability to give an unambiguous answer (yes or no) to the 
question whether a security transaction on the stock exchange is, at that moment, compliant with 
legal rules and company regulations before the transaction is executed (See Burakoff Column 1 
line 15 - Column 4 line 19); the ability to do so based on actual daily updated information about 
the job content and job activities of the staff involved and the work-flows within the organization 
(See Burakoff Column 1 line 15 - Column 4 line 19); the ability to combine the data from the 
Personal Insiders Profile-form with the data mentioned above and also synchronize those with 
real-time inline news, stock prices and other publicly known market news in order to put the 
trading request in a proper context, which might be used in later proceedings (See Burakoff 
Column 1 line 15 - Column 4 line 19); the ability to do so based on actual daily updated 
information about the job content and job activities of the staff involved and the work-flows 
within the organization (See Burakoff Column 1 line 15 - Column 4 line 19). 

Burakoff does explicitly teach the step of a periodical email or other alert message will 
ask the insiders whether they have any new knowledge that they want to have added to their 
Personal Insider Profile. 

Zothner teaches the step of sending a periodical email or other alert message to concerned 
parties according to certain rules (See Zothner abstract and Column 2 line 61 - Column 3 line 
29). 
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Both Burakoff and Zothner are concerned with alerting the users when certain conditions 
are met. It would have been obvious to one of ordinary skill in the art to modify Burakoff to 
include the teaching of Zothner. The combination would have helped the user be notified about 
alert conditions in a timely manner. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

(a) Breen Jr. et al. (US Patent 6,598,027 Bl) (July 22, 2003) Systems, Methods and 
Computer Program Products for Conducting Regulation-Compliant Commercial Transactions of 
regulated Goods via a Computer Network 

(b) Buddie et al (US Patent 6,912,502 Bl) (June 28, 2005) System and Method for 
Compliance Management 

(c) Makipaa (US Patent 5,489,213) (February 6, 1996) Method and System for Employee 
Business Conduct Guidelines Education 

(d) Harris et al (US Patent 5,517,406) (May 14, 1996) Method and Apparatus for data 
verification and position reporting in an automated Trade Transactions Processing System 

(e) Ehnebuske et al (US Patent 6,016,477) (January 18, 2000) Method and Apparatus for 
Identifying Applicable Business Rules 

(f) Barrett et al (US Patent 6,029,144) (February 22, 2000) Compliance-to-Policy 
Detection Method and System 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Narayanswamy Subramanian whose telephone number is 
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(571) 272-6751. The examiner can normally be reached Monday-Thursday from 8:30 AM to 
7:00 PM. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung Sub Sough can be reached at (571) 272-6799. The fax number for Formal or 
Official faxes and Draft to the Patent Office is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PMR or Public PAIR. Status information for unpublished 
applications is available through Private PMR only. For more information about the PMR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Dr. N. Subramanian 
August 6, 2006 



